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NON-FINAL REJECTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-1 1 and 14-18 are rejected under 35 U.S.C. 102(b) as being anticipated 
by U.S. Patent No. 5,787,215 to Kuhara et al. 

Referring to claim 1 , the Kuhara et al. reference discloses all the limitations of the 
claimed invention. The Kuhara et al. reference discloses an optical module, including: 
a semiconductor light-emitting device (273) having a light-emitting surface for emitting 
light; and a semiconductor light-receiving device (264) having a light incident surface for 
receiving the light emitted from the light-emitting surface of the semiconductor light- 
emitting device, a light-absorbing layer (94) for absorbing a part (Ai) of the light incident 
from the light incident surface, and a light-emitting surface for emitting light (A 2 ) 
transmitted through the light-absorbing layer, wherein the optical module outputs the 
light emitted from the light-emitting surface of the semiconductor light-receiving device. 
See Fig. 39-42B, along with their respective portions of the specification. The details of 
the semiconductor light-emitting device are shown in Fig. 38, while the details of the 
semiconductor light-receiving device are shown in Fig. 16. 
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Referring to claims 2 and 3, the Kuhara et al. reference discloses all the 
limitations of the claimed invention. The Kuhara et al. reference discloses the 
semiconductor light-emitting device (273,325) further comprises an active layer (316), 
wherein the active layer and the light-absorbing layer (94) include the same lll-V 
compound semiconductor. The Kuhara et al. reference discloses that semiconductor to 
be InGaAsP. See Fig. 38 (light-emitting device) and Fig. 16 (light-receiving device), 
along with their respective portions of the specification. 

Referring to claim 4, the Kuhara et al. reference discloses all the limitations of the 
claimed invention. The Kuhara et al. reference discloses the semiconductor light- 
receiving device (Fig. 16) further comprises a cap layer (93) made of InP provided on 
the light-absorbing layer (94) and a substrate (92) made of InP. See Fig. 16, along with 
its respective portion of the specification. 

Referring to claim 5, the Kuhara et al. reference discloses all the limitations of the 
claimed invention. The Kuhara et al. reference discloses that the thickness of the light- 
absorbing layer (94) is 5 pm. See Fig. 16, along with its respective portion of the 
specification. 

Referring to claim 6, the Kuhara et al. reference discloses all the limitations of the 
claimed invention. The Kuhara et al. reference discloses an optical module, including: 
a semiconductor light-emitting device (70) having a light-emitting surface for emitting 
light; and a semiconductor light-receiving device (64) having a light incident surface for 
receiving the light emitted from the light-emitting surface of the semiconductor light- 
emitting device, a light-absorbing layer (94) for absorbing a part (Ai) of the light incident 
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from the light incident surface, and a light-emitting surface for emitting light (A2) 
transmitted through the light-absorbing layer, wherein the optical module outputs the 
light emitted from the light-emitting surface of the semiconductor light-receiving device. 
See Fig. 21 A, along with their respective portions of the specification. The Kuhara et al. 
reference discloses an optical fiber (63) having an end optically coupling to the light- 
emitting surface of the semiconductor light-receiving device (64), wherein the light 
emitted from the light emitting surface of the semiconductor light-receiving device is 
outputted through the optical fiber. See Fig. 1 1 and Fig. 12, along with their respective 
portions of the specification. The details of the semiconductor light-emitting device are 
shown in Fig. 38, while the details of the semiconductor light-receiving device are 
shown in Fig. 16. 

Referring to claim 7, the Kuhara et al. reference discloses all the limitations of the 
claimed invention. The Kuhara et al. reference discloses the optical module, further 
comprising: a lens (126) for condensing the light emitted from the light-emitting surface 
of the semiconductor light-receiving device (64) to the end of the optical fiber (62); a 
lens holder (124) for holding the lens; a stub (136) for securing the optical fiber, the stub 
having an end surface and another surface, the end of the optical fiber being exposed at 
the end surface of the stub; a stem (111) for mounting the semiconductor light-emitting 
device and lens holder; and wherein the optical fiber has another end exposing at a the 
another surface of the stub and the light emitting from the light-emitting surface of the 
semiconductor-light receiving device is outputted from another end of the optical fiber. 
See Fig. 21 A of the reference, along with its respective portion of the specification. 
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Referring to claims 8 and 9, the Kuhara et al. reference discloses all the 
limitations of the claimed invention. The Kuhara et al. reference discloses the 
semiconductor light-emitting device (273,325) further comprises an active layer (316), 
wherein the active layer and the light-absorbing layer (94) include the same lll-V 
compound semiconductor. The Kuhara et al. reference discloses that semiconductor to 
be InGaAsP. See Fig. 38 (light-emitting device) and Fig. 16 (light-receiving device), 
along with their respective portions of the specification. 

Referring to claim 10, the Kuhara et al. reference discloses all the limitations of 
the claimed invention. The Kuhara et al. reference discloses the semiconductor light- 
receiving device (Fig. 16) further comprises a cap layer (93) made of InP provided on 
the light-absorbing layer (94) and a substrate (92) made of InP. See Fig. 16, along with 
its respective portion of the specification. 

Referring to claim 1 1 , the Kuhara et al. reference discloses all the limitations of 
the claimed invention. The Kuhara et al. reference discloses that the thickness of the 
light-absorbing layer (94) is 5 pm. See Fig. 16, along with its respective portion of the 
specification. 

Referring to claim 14, the Kuhara et al. reference discloses all the limitations of 
the claimed invention. The Kuhara et al. reference discloses an optical bench (328) 
including a region providing the semiconductor light-receiving device (264) and a 
second region providing the semiconductor light-emitting device (325), and a package 
(326) including a base for mounting the optical bench and a first member having an 
optical window (337) the optical bench being enclosed in the package, wherein the light 
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emitted from the light-emitting surface of the semiconductor light-emitting device is 
outputted through the optical window. See Fig. 41 , along with its respective portion of 
the specification. 

Referring to claims 15 and 16, the Kuhara et al. reference discloses all the 
limitations of the claimed invention. The Kuhara et al. reference discloses the 
semiconductor light-emitting device (273,325) further comprises an active layer (316), 
wherein the active layer and the light-absorbing layer (94) include the same lll-V 
compound semiconductor. The Kuhara et al. reference discloses that semiconductor to 
be InGaAsP. See Fig. 38 (light-emitting device) and Fig. 16 (light-receiving device), 
along with their respective portions of the specification. 

Referring to claim 17, the Kuhara et al. reference discloses all the limitations of 
the claimed invention. The Kuhara et al. reference discloses the semiconductor light- 
receiving device (Fig. 16) further comprises a cap layer (93) made of InP provided on 
the light-absorbing layer (94) and a substrate (92) made of InP. See Fig. 16, along with 
its respective portion of the specification. 

Referring to claim 18, the Kuhara et al. reference discloses all the limitations of 
the claimed invention. The Kuhara et al. reference discloses that the thickness of the 
light-absorbing layer (94) is 5 pm. See Fig. 16, along with its respective portion of the 
specification. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 5,787,215 to Kuhara et al. 

Referring to claim 19, the Kuhara et al. reference discloses the package (326) 
further encloses a driver (341 ,346) for electrically driving the light-emitting device (325), 
and the optical bench (328) further including a third region for providing the driver. See 
Fig. 41 and Fig. 42A. The Kuhara et al. reference does not appear to specifically 
disclose the first region, the second region, and the third region arranged in this order 
along a predetermined axis. However, the application does not appear to disclose the 
criticality of this claimed arrangement. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to arrange the first region, 
second region and third region in order along an axis, since it has been held that 
rearranging parts of an invention involves only routine skill in the art. In re Japikse, 86 
USPQ 70. 

Allowable Subject Matter 

5. Claims 12, 13, and 20 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 



Application/Control Number: 10/696,565 
Art Unit: 2874 



Page 8 



Conclusion 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin S. Wood whose telephone number is (571) 272- 
2364. The examiner can normally be reached on Monday-Thursday (7am - 5:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rodney B. Bovernick can be reached on (571) 272-2344. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Kevin S. Wood 
Patent Examiner 



